BEGINNER'S
GUIDE TO
TRADEMARKS

WHAT IS A TRADEMARK?
A trademark is the sign with which consumers 1) recognise your goods and/or services, 2)
base their current and repeat purchase decisions on, and 3) distinguish you from
your competitors. It also protects the word mark, logo design, and business entity
as a whole from being unlawfully imitated. This means granting protection for the
"name" of something you’ve created or invented.
A trademark needs to be unique in the area you are doing business and be distinctive,
meaning that it cannot just describe exactly what you do.
Before you file an application for a trademark, you also need to make sure your
business and brand don’t interfere with other prior rights, which could get you into a lot of
legal trouble and impede you from using the great brand you believe in.

Why is it important for companies to
register a trademark?
There are a number of other benefits to getting a trademark, including:
Stop copycats - Own the exclusive rights to your brand names,
slogans, and logos.
Bulletproof your brand - Build a powerful brand with confidence and
sense of security.
Defend and enforce your rights - Make it easier to stop those
who try to steal your trademark.
Prevent - Avoid confusion among your customers.
Expansion - If your business is going well, and you anticipate launching in other
countries/regions, you should expand the scope of protection for your
trademark (provided you have checked existing prior rights).
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What can be protected/trademarked?
What to trademark
A word mark - this protects any
combination of words, letters, or
numbers (e.g., the name of a
product or a slogan)
A figurative mark – this applies to
a mark with a design you’d like to
protect (e.g., a logo) or a
combination of several elements,
as long as we can consider it
unique and distinctive for the
products and services it is
protected

What may not be
considered as a trademark
A song, book, film, or other
creative work. Rely on a
copyright instead.
An invention like a technical
process, a machine,
manufactured goods, or a
chemical formula. Look into
a patent.
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What happens if a company does not
manage its trademark properly? What
are the risks?
Once you've had your trademark(s) approved, you’ve filed your certificates in a
drawer somewhere, everyone goes back to work and you can consider yourself
protected, right? The unfortunate reality is that trademark ownership is not that
simple. Fail to manage that trademark properly, and you risk losing it.
But what exactly does managing your trademark rights entail?
Monitoring unauthorised use of your trademark, ensure renewals, keep up with
ownership change, can be a lot of work to ensure your trademarks remain yours and is
protected against infringers. The below list outlines some of the risks:
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Failure to Renew your Trademark
First, the most obvious risk is failing to notice when trademarks are up for renewal.
Typically, owners should file for renewal every ten years. However, checking on a
trademark once every ten years is risky. Which leads to our next point…
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Your Trademark is too Similar to Others
A lot can change within a decade: new businesses pop-up, new products are born, and
new applications are filed for similar words or logos. Unfortunately, many
companies neglect to monitor trademarks outside of their own trademarks
assuming it’s too expensive. Since trademarks are issued to preserve
distinctiveness, anything diluting the meaning of a trademark can be grounds for
cancellation. Not only do such instances result in lost rights, but they may also
require businesses to either undergo expensive re-branding campaigns or forgo
a particular product or service entirely.
Trademark watch and monitoring services can efficiently help companies on this
matter.
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Your Trademark Becomes Generic
Sometimes brand names become so popular they take on lives of their own and
lose their unique reference to one company. Think Aspirin, Hoover or Trampoline.
Once a trademark has reached a generic status, it has lost its distinctiveness and
can harm your trademark protection.
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You did not Know about Prior Similar Right of Third Parties
Put simply – you failed to do your homework, or you did not know about prior rights
claimed by a third party for similar intellectual property rights. Your risk of
trademark infringement can be easily limited by conducting thorough trademark
search clearance processes before application. It is often advised that you involve a
trademark specialist for this step to ensure you are covered in your main
countries of business.
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Non-Use after Five-Years
Once you register a trademark, you have a "use period" of 5 years (3 in some
countries). If you fail to do so, a competitor could file a cancellation action against
your trademark, or you could not claim valid protection any longer. Register where
you plan to use your brand in a near future.

6

Incorrect Use Violation
In addition to non-use, make sure you use it as registered. If your logo includes a
blue and orange flower, do not use a red and violet tree instead. Or if you plan to
use your logo in different colour combinations, it is best to register it in black and
white.
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Managing Your Trademarks - Why
should I call a professional?
Managing a trademark portfolio can be demanding. Trademark offices are not
monitoring online or offline markets for unauthorised use on your behalf.
Maintaining the integrity of your trademark and preventing others from
infringing upon it is up to you - the trademark owner.

For this reason, it is strongly recommended to work with a trademark expert
on this. Trademark professionals will be able to advise on the initial steps of
your first trademark registration and also with:
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Trademark strategy - when you consider several ways of depicting your
trademark or various countries of business
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Trademark clearance searches
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Monitoring and enforcement of your registered rights
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Administration of all your rights, including patents, designs and domain names
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Dos and Don’ts checklist
Below we have outlined some of the basic trademark do and don’ts to help you make your
trademark matter…

The Don’ts of Trademark Registration
Do not delay
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This is the most important trademark tip we
can give. It’s essential to understand that
trademark registration is a first come, first
serve sort of situation. If you’re not the first
one to file for a trademark, and someone else
comes along and does it before you, then
you’re out of luck!
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Don’t shortcut the process
Make sure that the registration process is
being properly managed. Don’t go for
shortcuts just to save time. Selecting the right
classes and properly filing all of the right forms
and documents can be time-consuming.

Don’t take the easy way out
finding a name
Another major pitfall is finding the right name
or expression. Take your time and find a name
that is unique, distinctive and not already
being used by 10 others already. There are
brand agencies that can help with this
process.
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Think twice about combined
trademarks alone
Combined trademarks are a combination of a
name and a logo. They seem to be great as
you get word and logo protected with one
single application. However, the protection
offered by combined trademarks can be weak
and when you change your logo, the
combined trademark may not protect your
new identity.
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The Do’s of Trademark Registration
Start Early

1

The earlier the better. The entire clearance
and registration process can take a while;
therefore, trademark protection should be a
priority in your product launch.
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Go for the perfect name
Do consider your trademarks closely.
Different types of trademarks will be
granted different types of protection. Be
innovative, allusive, but don’t rely on
generic words only.

You should file your applications in the
countries you plan to start operations in.
Think about your growth plans and look
into your budget.

Carry out a thorough trademark clearance
search of your name, logo and other
trademarks. It’s possible that someone has
already registered a name or logo that is
similar to yours. If this is the case, you may
not be able to secure protection. It is strongly
advisable to use a professional for this step
to avoid any errors.
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Select the right countries for
registration

Conduct a diligent search

Go for a wordmark
A wordmark often offers the highest level of
protection as it deters others from using the
word, regardless how it’s written or styled.
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Trademark registration is a tricky business. Seek help if you feel you need it!
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LET'S TALK TO
A SPECIALIST!
At BRANDIT, we support you from the
moment you start thinking about your
trademark. Our Trademark management
services cover: Trademark strategy,
Trademark clearance searches,
Trademark filing, Monitoring and
enforcement, Trademark protection, IP
administration, to name a few.

communication@brandit.com
brandit.com

Contact Us!

