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How do I file a
Trademark?

How do I file a trademark?
Your business is your baby! You dreamt up an idea, created the brand, and have worked hard
building something you can be proud of. But hang on a minute, how do you go about making
sure no one else steals it or profits off the back of your brand name?
While your business is something personal and special to you, it’s also a legal piece of
intellectual property. This means it needs legal protection. This is where a trademark comes in.
Filing a trademark isn't a simple process, but the protection it affords your brand is worth your
time and effort. To get you started, here is our 7-step guide of how to file a trademark.

What is a trademark?
A trademark is the sign with which consumers recognise your goods and/or services and
distinguish them from those of your competitors. It also protects the brand, logo design, and
business entity as a whole from being unlawfully imitated. This means protecting the very
thing you’ve built. You also need to make sure your business and brand don’t interfere with
other trademarks, which could get you into a lot of legal trouble.

What are the benefits of registering a trademark?
There are a number of other benefits to getting a trademark, including:
• Stop copycats - Own the exclusive rights to your brand names, slogans, and logos.
• Bulletproof your brand - Build a powerful brand with confidence and sense of security
• Defend and enforce your rights - Make it easier to stop those who try to steal your mark.
• Preventing confusion among your customers
• If your business is going well and you eventually choose to expand to into other
countries/regions outside your own, you won’t run into problems registering your business
there.
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So how do I go about getting a trademark?
We've put together a seven-step guide to take you through the process of registering your
trademark.
Here, we focus primarily on EU trademarks.

Step 1 – What is your mark?
Firstly, you need to decide what sort of trademark you want to register.
Trademarks aren’t a one-size-fits-all solution for protecting your intellectual property. There
are different types of marks for different types of intellectual property, with each type offering
more specific protection.

What you can and can’t trademark
What to trademark

What not to trademark

A word mark - this protects any
combination of words, letters, or
numbers (for example, the name of a
business or a slogan)

A song, book, film, or other creative work.
Get a copyright instead.

A figurative mark – This applies to
a mark with a design you’d like to
protect (for example, a logo). The
design may have letters or not.

An invention like a technical process,
machine, manufactured good, or
chemical formula. Look into a patent.

Step 2 - Meeting the legal requirements
Your trademark must not describe your product or service directly. For example, "great
cleaner" or "chocolate biscuit" wouldn't work because it is too descriptive and not distinctive
enough.
It also must not mislead people about the nature of your goods or services and must not
conflict with one already registered by someone else.
The main thing to keep in mind is making sure your mark is unique and as distinctive as
possible.

Step 3 – Show them the goods - Which class of goods or
services
You need to decide which class(es) of goods and/or services you wish to use your trademark
in.
In general, there must be an intention to use the trademark in connection with the goods
and/or services you have chosen.
There are 45 in all: classes 1-34 covering goods and 35-45 covering services.

Step 4 – Make sure you are not copying someone else –
Trademark searches
This road goes both ways. You should always check to see whether there are other
companies, people, or brands out there whose mark that could easily be confused with yours,
in particular for your goods and/or services of interest. This is where a trademark search
comes in.
You will need to search the trademark registers to determine whether or not somebody else
has already registered or applied to register the same or similar trademark for the goods and
services of interest to you.
An experienced IP counsel will be able to do this. They will tell you whether your trademark is
unique and can organise searches for you. They will also be able to provide an assessment of
the risks associated with using and registering the proposed trademark.

Step 5 – Filing the trademark application
You would then finally be able to apply to register the mark at the trademark registry. Again,
an experienced IP counsel can do this for you, making the process quicker and easier, and
increasing your chances of success.
The trademark registrars will review whether the trademark applied for fulfils the requirements
of a trademark, beyond just distinctiveness.
Once accepted as registrable, your trademark is published in the Official Journal.

Step 6 - All done?
Not quite! After your trademark is filed, there is an initial opposition period which is
three months, during which time third parties may review your mark and, if they believe that it
is too similar or is a copy of their trademark, they can file a notice of opposition. If there are
oppositions or problems with your application, these need to be addressed or it could cause
considerable delays. This is where your IP counsel’s help is particularly important here.
If no third parties have filed oppositions and your application is in order, congratulations, your
trademark will be approved! You will receive a certificate of to confirm it's a registered
trademark.

Step 7 - Making your mark
Just because you have the IP rights protecting your brand with your shiny new trademark, that
doesn’t mean that your brand is free from risk. It is now important to monitor and protect it,
ensuring that nobody else tries to use your brand for their own commercial gain.
It is also important to not forget to renew your trademark! Trademark generally have an expiry
date and you must remember to file for a renewal in time, or potentially loose it!
We hope that you have found this guide helpful. Filing a trademark can be a confusing
process and a difficult one to get right. If you have any doubts, please don’t hesitate to get in
touch with one of our experienced IP specialists.
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